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DETAILED ACTION 

Claims 1, 3, and 5-20 have been examined. 

Claim Objections 

Claims 1 , 3, and 5-1 1 are objected to because of the following informalities: In 
the seventh and eighth lines of claim 1 , "wherein the first client computer being 
accessible by a user" should be either "wherein the first client computer is accessible by 
a user" or "the first client computer being accessible by a user". Appropriate correction 
is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1, 3, 5, 6, 7, 8, 9, and 10 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blumberg et al. (U.S. Patent Application Publication 2003/0140315) 
in view of official notice. As per claim 1 , Blumberg discloses a system for submitting 
and monitoring copy reproduction order requests, the system comprising: a database to 
store information on copy reproduction requests, wherein the stored information 
comprises order information on copy reproduction requests and status information on 
copy reproduction requests (paragraphs 42, 43, and 116, the database of appropriate 
information following inherently from the user's ability to determine the status of his job); 
a first client computer communicating with the database, the first client computer being 
accessible by a user (paragraphs 60, 61 , 1 16, and 179-183); and an application for 
submitting and monitoring copy reproduction requests accessible on the first client 
computer by a user, the application comprising: means for entering order information on 
a copy reproduction request by a user (paragraphs 42, 43, and 116); and means for 
storing the entered order information on a copy reproduction request in the database 
(paragraph 116). Blumberg discloses at least one file having material to be copied by 
the copy reproduction service provider, and means for uploading the at least one file 
having material to be copied to a database (paragraphs 42, 43, 135, 142-147). 
Blumberg further discloses retrieving status information from the database on a copy 
reproduction request submitted by a user (paragraph 116). Blumberg does not 
expressly disclose an application for doing this on the user's client computer (the user 
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might perhaps "query the order management software" by making telephone calls to a 
voicemail system, or even sending postcards with queries), but official notice is taken 
that it is well known to communicate with software on a server using an application on a 
client. Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention for the application to comprise means for 
retrieving status information from the database on a copy reproduction request 
submitted by a user, for the obvious advantage of enabling the user to conveniently 
communicate with the order management software. 

Blumberg does not disclose a second client computer communicating with the 
database to access the stored information on copy reproduction requests in the 
database, the second client computer being accessible by a copy reproduction service 
provider, but official notice is taken that second clients for enabling service providers to 
access information from their servers are well known. Hence, it would have been 
obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention for there to be such a second client computer, for the obvious 
advantage of enabling persons at the copy reproduction service provider to access 
information needed in doing their work. 

Blumberg does not disclose an additional application accessible by a copy 
reproduction service provider on the second client computer, but official notice is taken 
that it is well known for clients to have applications, and in particular, to review 
information, download files, and update status information (the determination of status 
information disclosed in paragraph 116 of Blumberg would not make sense unless 
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status information were updated as the status of orders changed). Hence, it would have 
been obvious to one of ordinary skill in the art of electronic commerce at the time of 
applicant's invention for an additional application on the second client to comprise 
means for reviewing order information, means for downloading the at least one file, and 
means for updating status information; for the obvious advantages of reviewing order 
information to carry out a reproduction job, or should any questions arise; and of 
downloading files to be reproduced, examined, or otherwise worked on; and the 
necessary advantage of updating status information. 

As per claim 3, Blumberg discloses providing delivery information for the copy 
reproduction service provider to distribute completed copies, and management software 
for delivery, implying stored information comprising distribution information and means 
for uploading the distribution information (paragraphs 32-38, 45, 49, 74, and 117). 

As per claim 5, Blumberg discloses a server connected to a first client computer, 
the server computer comprising a storage device storing the application for submitting 
and monitoring copy reproduction requests (paragraphs 42-56, 60-62, 116, 174, 178- 
180, etc.). Blumberg does not disclose an additional server computer connected to the 
second client computer, the additional server computer comprising a storage device to 
store the additional application for processing copy reproduction requests. However, 
not only are servers storing data and programs well known in general, but official notice 
is taken that it is well known for information systems to comprise additional servers. 
Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention for the system to comprise an additional 
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server, for the obvious advantages of storing and carrying out the additional application, 
providing redundancy in case of difficulty with the first server, and providing additional 
security, by storing data not available on the first and publicly available server. 

As per claim 6, Blumberg does not disclose means for a copy reproduction 
service provider to provide authentication information to access the additional 
application for processing copy reproduction requests stored on the additional server 
computer, but official notice is taken that it is well known to provide authentication 
information (e.g., a password) to access an application, database, computer, etc. 
Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention to have the system comprise means to 
provide authentication information to access the additional application for processing 
copy reproduction requests, for the obvious advantage of enabling access by authorized 
persons while preventing access by unauthorized persons, with the consequent ills of 
theft of services, release of confidential information, etc. 

As per claim 7, Blumberg discloses an intranet from which the database can be 
accessed (paragraphs 27 and 41-44). Blumberg does not disclose that the additional 
application is accessed from the additional server computer on an Extranet, but official 
notice is taken that extranets are well known. Hence, it would have been obvious to 
one of ordinary skill in the art of electronic commerce at the time of applicant's invention 
for the additional application to be accessed from the additional server on an Extranet, 
for the obvious advantage of enabling access by authorized users within one system or 
at authorized external locations. 
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As per claim 8, Blumberg does not disclose that the stored information on copy 
reproduction requests in the data is stored as binary large objects, but official notice is 
taken that binary large objects (BLOBs) are well known, and commonly used to store 
image data, among other data objects. Hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention for the 
stored information to be stored as binary large objects, for the obvious advantage of 
storing the information by suitable means. 

As per claim 9, Blumberg does not disclose means for changing, by a user, the 
status information on a copy reproduction request in the database, but official notice is 
taken that it is well known for users to change status information on orders (e.g., to 
request that an order be made urgent, or to report on an order being received, or 
missing, etc.). Hence, it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention for the application to include 
means for changing, by a user, the status information on a copy reproduction request in 
the database, for the obvious advantage of enabling users to make such reports or 
requests. 

As per claim 10, Blumberg does not disclose that the application comprises 
means for editing, by a user, the stored information on copy reproduction requests in 
the database, and means for filtering, by a user, the stored information on copy 
reproduction requests in the database, but official notice is taken that enabling users to 
edit and filter information in databases is well known. Hence, it would have been 
obvious to one of ordinary skill in the art of electronic commerce at the time of 
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applicant's invention for the application to include means for editing and filtering the 
stored information by a user, for the obvious advantages of enabling users stored 
information (e.g., to make alterations to documents to be printed, or to the terms for 
printing them), and to readily find relevant files (filtering). 

Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over 
Blumberg and official notice as applied to claim 1 above, and further in view of Jones 
(U.S. Patent 6,224,387) and the anonymous article, "Internet Printing Solution Digitally 
Enables Printing Service Bureaus," hereinafter "Internet Printing Solution." Blumberg 
does not expressly disclose that the means for entering order information on a copy 
reproduction request by a user comprises a copy order forms (although this could be 
considered to be implied by Figure 6 and paragraphs 64-99), but official notice is taken 
that forms for orders are well known. Hence, such a form would have been obvious to 
one of ordinary skill in the art of electronic commerce at the time of applicant's invention 
for the means to include such a form, for the obvious advantage of enabling the user to 
be conveniently informed of what data is to be entered, and given opportunity to enter it. 

Blumberg does not expressly disclose a wide format order form and a CD-ROM 
reproduction order form (although Blumberg does disclose applying his system to all 
forms of printed matter, paragraph 29), but Jones teaches ordering a large, poster size 
reproduction (column 19, lines 53-65), and "Internet Printing Solution" teaches ordering 
reproduction on a CD-Rom (see especially paragraph beginning "Digital media jobs can 
include"). Hence, it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention for the means to include a wide 
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format order form and a CD-ROM reproduction order form, for the obvious advantages 

of ordering these types of reproductions. 

It is noted that claims 1, 3, and 5-1 1 use "means for" language. Nonetheless, 

they are not treated as invoking 35 U.S.C. 112, sixth paragraph. If Applicant wishes to 

invoke 35 U.S.C. 112, sixth paragraph, Applicant should provide an explicit statement to 

that effect. 35 U.S.C. 112, sixth paragraph states: 

An element in a claim for a combination may be expressed as a 
means or step for performing a specified function without the recital of 
structure, material or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, material, or acts described 
in the specification and equivalents thereof. 

Claims 12, 13, 14, 15, 16, and 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Blumberg et al. (U.S. Patent Application Publication 2003/0140315) 
in view of official notice. As per claim 12, Blumberg discloses submitting and monitoring 
copy reproduction order requests, including: a database to store information on copy 
reproduction requests, wherein the stored information comprises order information on 
copy reproduction requests and status information on copy reproduction requests 
(paragraphs 42, 43, and 1 16, the database of appropriate information following 
inherently from the user's ability to determine the status of his job); and an application 
for submitting and monitoring copy reproduction requests accessible by a user, the 
application comprising: means for entering, by a user, order information on a copy 
reproduction request (paragraphs 42, 43, and 116); and means for storing the entered 
order information on a copy reproduction request in the database (paragraph 1 16). 
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Blumberg further discloses retrieving status information from the database on a copy 
reproduction request submitted by a user (paragraph 116). Blumberg does not 
expressly disclose an application for doing this on the user's computer (the user might 
perhaps "query the order management software" by making telephone calls to a 
voicemail system, or even sending postcards with queries), but official notice is taken 
that it is well known to communicate with software on a server using an application on a 
client. Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention for the application to comprise means for 
retrieving status information from the database on a copy reproduction request 
submitted by a user, for the obvious advantage of enabling the user to conveniently 
communicate with the order management software. 

Blumberg does not disclose an additional application for processing copy 
reproduction requests, the additional application accessible by a copy reproduction 
service provider, but official notice is taken that it is well known for clients to have 
applications, and in particular, to review information, download files, and update status 
information (the determination of status information disclosed in paragraph 1 16 of 
Blumberg would not make sense unless status information were updated as the status 
of orders changed). Hence, it would have been obvious to one of ordinary skill in the art 
of electronic commerce at the time of applicant's invention for an additional application 
on the second client to comprise means for reviewing order information, means for 
downloading the at least one file, and means for updating status information; for the 
obvious advantages of reviewing order information to carry out a reproduction job, or 



Application/Control Number: 09/900,684 Page 1 1 

Art Unit: 3625 

should any questions arise; and of downloading files to be reproduced, examined, or 
otherwise worked on; and the necessary advantage of updating status information. 

Blumberg does not expressly disclose a computer program product embodied on 
a computer readable and executable medium for submitting and monitoring copy 
reproduction order requests, but official notice is taken that it is well known for 
computers to have computer program products embodied on computer readable and 
executable media, and Blumberg certainly discloses computers, and in particular 
discloses applets (e.g., paragraphs 59-62). Hence, it would have been obvious to one 
of ordinary skill in the art of electronic commerce at the time of applicant's invention to 
have such a computer program product, for the obvious advantage of causing the 
server and clients to carry out their disclosed functions. 

As per claim 13, Blumberg discloses at least one file having material to be copied 
by the copy reproduction service provider, and means for uploading the at least one file 
having material to be copied to a database (paragraphs 42, 43, 135, 142-147); the at 
least one file having distribution information for the copy reproduction service provider to 
distribute completed copies, and management software for delivery, implying stored 
information comprising distribution information and means for uploading the distribution 
information (paragraphs 32-38, 45, 49, 74, and 117). 

As per claim 14, Blumberg does not disclose that the means for downloading the 
order information comprises for downloading the at least one file having material to be 
copied from the database and means for downloading the at least one file having 
distribution information; however, given downloading of the file, and given material to be 
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copied, and distribution information (which Blumberg discloses; see above), means for 
downloading the order information would presumptively comprise means for 
downloading at least one file comprising this information. 

As per claim 15, Blumberg does not disclose means for a copy reproduction 
service provider to provide authentication information to access the additional 
application for processing copy reproduction requests stored on the additional server 
computer, but official notice is taken that it is well known to provide authentication 
information (e.g., a password) to access an application, database, computer, etc. 
Hence, it would have been obvious to one of ordinary skill in the art of electronic 
commerce at the time of applicant's invention to have the system comprise means to 
provide authentication information to access the additional application for processing 
copy reproduction requests, for the obvious advantage of enabling access by authorized 
persons while preventing access by unauthorized persons, with the consequent ills of 
theft of services, release of confidential information, etc. 

As per claim 16, Blumberg does not disclose that the application comprises 
means for editing the stored information on copy reproduction requests in the database 
by a user, and means for filtering the stored information on copy reproduction requests 
in the database by a user, but official notice is taken that enabling users to edit and filter 
information in databases is well known. Hence, it would have been obvious to one of 
ordinary skill in the art of electronic commerce at the time of applicant's invention for the 
application to include means for editing and filtering the stored information by a user, for 
the obvious advantages of enabling users stored information (e.g., to make alterations 
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to documents to be printed, or to the terms for printing them), and to readily find relevant 
files (filtering). 

As per claim 17, Blumberg does not disclose means for changing, by a user, the 
status information on a copy reproduction request in the database, but official notice is 
taken that it is well known for users to change status information on orders (e.g., to 
request that an order be made urgent, or to report on an order being received, or 
missing, etc.). Hence, it would have been obvious to one of ordinary skill in the art of 
electronic commerce at the time of applicant's invention for the means for editing to 
include means for changing, by a user, the status information on a copy reproduction 
request in the database, for the obvious advantage of enabling users to make such 
reports or requests. 

It is noted that claims 12-1 7 use "means for" language. Nonetheless, they are 

not treated as invoking 35 U.S.C. 112, sixth paragraph. If Applicant wishes to invoke 35 

U.S.C. 112, sixth paragraph, Applicant should provide an explicit statement to that 

effect. 35 U.S.C. 112, sixth paragraph states: 

An element in a claim for a combination may be expressed as a 
means or step for performing a specified function without the recital of 
structure, material or acts in support thereof, and such claim shall be 
construed to cover the corresponding structure, material, or acts described 
in the specification and equivalents thereof. 

Claims 18, 19, and 20 are rejected under 35 U.S.C, 103(a) as being 
unpatentable over Blumberg et al. (U.S. Patent Application Publication 2003/0140315) 
in view of official notice. As per claim 18, Blumberg discloses a method of submitting a 
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copy reproduction order request to a copy reproduction service provider, the method 
comprising the steps of: accessing, by a user, a copy reproduction application from a 
computer network (paragraphs 40-44, 65-76, etc.); selecting, by a user, a copy 
reproduction service to be provided by a copy reproduction service provider using the 
copy reproduction application (paragraphs 9, 10, and 67-82); completing, by a user, a 
copy reproduction order request for the selected copy reproduction service using the 
copy reproduction application (paragraphs 40-44, 65-76, and 99); storing the completed 
copy reproduction order request in a database, the completed copy reproduction order 
request including at least one file having material to be copied by the copy reproduction 
service provider (paragraphs 42, 43, 116, 135, and 142-147); and implies accessing, by 
the copy reproduction service provider, a plurality of copy reproduction order requests 
from the database using a service provider application (paragraph 116, querying the 
order management software implies accessing the orders on file). Blumberg does not 
expressly disclose downloading from the database, by the copy reproduction service 
provider the at least one file for making copies of the material to be copied, but does 
disclose making copies at appropriate printers in various locations (paragraphs 34 and 
42), and official notice is taken that downloading files is well known. Hence, it would 
have been obvious to one of ordinary skill in the art of electronic commerce at the time 
of applicant's invention to download the at least one file, for the obvious advantage of 
making it available to the printer for printing. 

Blumberg discloses means for changing the order request, by a user (paragraphs 
59 and 101), but does not expressly disclose that this changing includes updating the 
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status information in the database for a copy reproduction request; however, Blumberg 
does disclose a user determining the status of his request (paragraph 116), which 
inherently involves updating the status information, or else accurate status information 
could not be determined. Hence, it would have been obvious to one of ordinary skill in 
the art of electronic commerce at the time of applicant's invention for the changing of 
the order request to include updating the status information in the database, for the 
obvious advantage of providing accurate status information to users who seek it, as 
disclosed in Blumberg. 

As per claim 19, Blumberg implies entering into the copy reproduction order 
request personal information of a user (paragraph 9, teaching of the user's name, etc., 
and paragraph 112, credit card information). Blumberg also discloses uploading the at 
least one file having material to be copied to a database (paragraphs 42, 43, 135, and 
142-147). 

As per claim 20, Blumberg discloses storing the completed copy reproduction 
order request in a file directory (paragraphs 42, 43, 116, 135, and 142-147, using the 
term "file directory" instead of "database"), but not transferring the completed copy 
reproduction order request from the file directory to the database. However, official 
notice is taken that it is well known to transfer files from one directory/database to 
another (e.g., for long storage). Hence, it would have been obvious to one of ordinary 
skill in the art of electronic commerce at the time of applicant's invention to transfer the 
completed copy reproduction order request from the file directory to the database, for 
the obvious advantages of making it available for access and downloading, and of 
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saving space on a medium of limited storage capacity, and keeping files where there is 
more room. 



Response to Arguments 

Applicant's arguments filed October 17, 2005 have been fully considered but they 
are not persuasive. Applicant argues that Blumberg does not teach all elements of the 
invention, and disputes the validity of the conclusions drawn by Examiner from the 
allegedly well-known character of certain elements and procedures. The taking of 
official notice is in itself entirely proper, although it should be limited to facts subject to 
instant and unquestionable demonstration, and documentary evidence must be supplied 
if a taking of official notice is properly traversed (which has not been done in this case). 
Applicant argues that from the presence of features as individually well known in the art, 
it does not follow that it is obvious to combine them with Blumberg, the question being 
whether the invention as a whole would have been obvious. 

In response to applicant's argument that the examiner's conclusion of 
obviousness is based upon improper hindsight reasoning, it must be recognized that 
any judgment on obviousness is in a sense necessarily a reconstruction based upon 
hindsight reasoning. But so long as it takes into account only knowledge which was 
within the level of ordinary skill at the time the claimed invention was made, and does 
not include knowledge gleaned only from the applicant's disclosure, such a 
reconstruction is proper. See In re McLaughlin, 443 F.2d 1392, 170 USPQ 209 (CCPA 
1 971 ). Examiner did not learn from Applicant's disclosure that it is known to 
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communicate with software on a server using an application on a client, or even that 
second clients are well known. Furthermore, statements of motivation are provided for 
the incorporation of the features not disclosed by Blumberg. 

As to Examiner's use of the present tense ("it is well known"), this is standard 
style, and not an admission that any facts were not well known at the time of Applicant's 
filing. In the event of a proper traversal of official notice, it would, of course, be requisite 
to document the known character of the fact in question by a reference predating 
Applicant's priority date. 

Finally, with regard to claim 1 1 , Applicant argues that there is no proper motive to 
combine Blumberg with the teaching of "Internet Printing Solution" regarding 
reproduction on a CD-ROM, since the purpose of Blumberg's invention is to view 
content as it will be when printed. Examiner replies that viewing audiovisual content as 
it will appear when viewed from a CD on which it is to be loaded is analogous art, and a 
reasonable extension of Blumberg's purpose. 

The common knowledge or well-known in the art statements in the previous 
office action are taken to be admitted prior art, because Applicant did not traverse 
Examiner's taking of official notice. It has not escaped Examiner's awareness that 
Applicant expresses dissatisfaction with conclusions which Examiner has drawn on the 
basis of official notice, but nothing in Applicant's Remarks constitutes a proper traversal 
of the official notice. 

The Manual of Patent Examination Procedure (2144.03 (C)) states, in regard to 
traversal of Official Notice: 
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C. If Applicant Challenges a Factual Assertion as Not Properly Officially 
Noticed or not Properly Based Upon Common Knowledge, the Examiner 
Must Support the Finding With Adequate Evidence 

To adequately traverse such a finding, an applicant must 
specifically point out the supposed errors in the examiner's action, which 
would include stating why the noticed fact is not considered to be common 
knowledge or well-known in the art. See 37 CFR 1 .1 1 1(b). See also 
Chevenard, 139 F.2d at 713, 60 USPQ at 241 ("[l]n the absence of any 
demand by appellant for the examiner to produce authority for his 
statement, we will not consider this contention."). A general allegation that 
the claims define a patentable invention without any reference to the 
examiner's assertion of official notice would be inadequate. 

Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Silverbrook et al. (U.S. Patent Application Publication 
2005/0243373) disclose graphic design software using an interface surface. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 
§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
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shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Nicholas D. Rosen whose telephone number is 571- 
272-6762. The examiner can normally be reached on 8:30 AM - 5:00 PM, M-F. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wynn Coggins can be reached on 571-272-7159. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 
Non-official/draft communications can be faxed to the examiner at 571-273-6762. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

NICHOLAS D. ROSEN 
PRIMARY EXAMINER 

December 20, 2005 



